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Carl Oppedahl of Oppedahl & Larson LLP for Oppedahl &
Larson LLP.
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O fice 112 (Janice O Lear, Managi ng Attorney).

Before Simms, Hohein and Drost, Adm nistrative Tradenark
Judges.

Opi nion by Simrs, Adm nistrative Tradenmark Judge:

OQppedahl & Larson LLP (applicant), a Colorado limted
liability partnership, has appealed fromthe final refusa
of the Trademark Exam ning Attorney to register the mark
PATENTS. COM for services eventually descri bed as “conputer
software for managi ng a dat abase of records and for

tracking the status of the records by neans of the
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| nternet.”?!

The Exami ning Attorney has refused registration
under Section 2(e)(1) of the Act, 15 USC 81052(e) (1),
arguing that applicant’s mark is nerely descriptive of its
goods. Applicant and the Exam ning Attorney have submtted
briefs and an oral hearing has been held.?

According to the specinen of record, a page from
applicant’s Wb site, applicant’s software can be
downl oaded from applicant’s Wb site. The specinen states
that, fromthat page, one can reach downl oad | ocations for
applicant’s nost popul ar software, including software for
tracking the status of U S. trademark applications and
regi stered tradenmarks as well as software for tracking the
status of U S. patent applications and issued patents.

It is the Exami ning Attorney’s position that
applicant’s mark PATENTS. COM nerely descri bes a
characteristic (the subject matter) of applicant’s goods,
conbined with a top | evel domain (TLD) designation used to

access online conputer information. Mre particularly, the

Exam ning Attorney argues that the term “PATENTS' nerely

YApplication Serial No. 78/ 061,755, originally filed as an intent-to-use
application on May 3, 2001. Applicant subsequently filed an amendnent

al  eging use of the mark and use of the mark in commerce since Decenber
9, 1999.

2The Examining Attorney objected to a listing in applicant’s brief of
third-party registrations of marks containing the designation “.COM

The Examining Attorney’s objection is well taken. See Trademark Rule
2.142(d)(the record in the application should be conplete prior to the
filing of an appeal) and In re Broyhill Furniture Industries, Inc., 60
UsP@d 1511, 1513 n. 3 (TTAB 2001).
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descri bes conputer software that tracks patents
(applications and issued patents), and that the designation
“.COM is a TLD nane, a descriptive non-source designation
| acki ng trademark significance which indicates that the
user is a commercial entity. This part of applicant’s
mar k, according to the Exam ni ng Attorney, cannot function
in a distinctive, source-identifying capacity.

Applicant, on the other hand, argues that PATENTS. COM
I's suggestive and inherently distinctive because only one
entity may use this particular designation as a source
i ndicator on the Internet. Applicant also argues that
“PATENTS” in the mark is not descriptive because
applicant’s software is not a patent. Further, even if
“PATENTS” were descriptive of applicant’s conputer
software, applicant maintains that the entire mark i s not.
In this regard, applicant contends that “.COM is not
descriptive of conputer software. Applicant also points
out that there is nothing in this record indicating use of
its mark by others in a descriptive sense. Finally,
applicant asks us to resolve any doubt in favor of
publ i cati on.

First, it is well settled that a termis nerely
descriptive, within the neaning of Section 2(e)(1) of the

Trademark Act, if it imediately describes a quality,
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characteristic or feature of the goods or directly conveys
information regarding the nature, function, purpose or use
of the goods. 1In re Abcor Devel opnent Corp., 588 F.2d 811
200 USPQ 215, 217-18 (CCPA 1978). Al so, whether a termis
merely descriptive is determ ned, not in the abstract, but
inrelation to the goods for which registration is sought
and the possible significance that the term my have to the
rel evant purchasers. In re Bright-Crest, Ltd., 204 USPQ
591, 593 (TTAB 1979).

Upon careful consideration of this record and the
argunents of the attorneys, we agree with the Exam ning
Attorney that applicant’s mark PATENTS. COM nerely descri bes
applicant’s conmputer software which tracks the status of
patents and is available on the Internet. Although
applicant’s description of goods in the application
i ndi cates generally that the applicant’s software tracks
the status of records, it is clear that applicant’s goods
i nclude software that tracks the status of patent
applications and i ssued patents. Moreover, applicant’s
general description is broad enough to include software
whi ch tracks the status of patents.

Further, it is undisputed that “.COM is a reference
to a TLD designation. As such, it indicates nothing nore

than a coomercial entity. W agree with the Exam ni ng



Serial No. 78/061, 755

Attorney that “.COM should be treated no differently than
designations like “Inc.” and “Co.”. Potential purchasers
wll have no difficulty determning that applicant’s nark,
when used in connection with its software which tracks the
status of various records including patents, nerely
describes the fact that applicant’s software deals with
patents and is available on the Internet. Accordingly, we
conclude that applicant’s mark is nerely descriptive of its
goods downl oadable fromthe Internet. See In re Martin
Contai ner, Inc., 65 USPQ2d 1058 (TTAB 2002) (desi gnati on
CONTAI NER. COM hel d generic and incapable of registration on
t he Suppl enental Regi ster when used in connection with
"retail store services and retail services offered via

t el ephone featuring netal shipping containers” and "rental
of metal shipping containers”, the Board concl udi ng that
what applicant sought to register was a generic term
{"container"}, with no source-identifying significance in
connection with applicant's services, in conbination with
the top I evel domain indicator ".cont, which also has no
source-identifying significance, and that conbining the two
does not create a termwhich has sonehow acquired the
capability of identifying and distinguishing applicant's
services.). See also In re CyberFinancial.Net, Inc., 65

USP@2d 1789 (TTAB 2002) ( BONDS. COM hel d unregi strable on the
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Suppl enent a

Regi ster for such services as the providing of

i nformation concerning financial products and services via

a gl obal conputer information network), and cases cited

therein; and 1 J. McCarthy, MCarthy on Tradenarks and

Unfair Conpetition, 8 7:17.1 at pp. 7-28.1 to 7-29 (4th ed.

2002) :

A top level domain indicator like ".cont
does not turn an otherw se unregistrable
designation into a distinctive,

regi strabl e trademark [or service mark].
Thus, for exanple, adding a ".conf to a
generic term such as <banki ngnews. con
woul d not change the basic generic nature
and the conposite will probably be found
generic and unregi strable for the service
of providing information in the field of
banki ng.

Deci sion: The refusal of registration is affirned.



